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Practical & Entertaining Education for:
• Attorneys • Accountants 

• Business Owners 
• Executives • Investors
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The National Law Review (NLR) is a premier legal 
news website offering in-depth analysis on a wide 
range of legal and business topics. Established in 
1888, NLR has evolved into a trusted resource for 
legal professionals, business leaders, and the 
general public, providing timely and relevant 
information on legislative changes, court decisions, 
and regulatory developments

Thank you to our co-producer
Comprehensive Coverage: NLR covers nearly 
every legal topic, including litigation, AI & the 
Law, employment law , IP Law, real estate, 
energy, health care, bankruptcy and much 
more.

Expert Analysis: Articles are authored by 
experienced attorneys and legal 
professionals, ensuring accurate and 
insightful commentary.

Daily Updates: NLR provides hourly legal 
news updates, keeping readers informed 
about the latest developments in the legal 
world.Visit The National Law Review to learn more 

- https://natlawreview.com/

https://natlawreview.com/
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The home edition of our marquee, gamified, type to learn app is now 
available for only $39.95 per year! Invest in your child's future today. 
Buy it here!

Type To Learn is a digital learning solution provided by sunburst 
digital. Sunburst has connected educators with digital instructional 
solutions in the classroom for over 30 years. Their solutions are found 
in more than 97% of U.S. School districts. Learn more about sunburst & 
their full catalog of solutions at www.sunburst.com.

✔ Fully cloud-based

✔ Kindergarten-12th grade

✔ 100 leveled lessons & activities

✔ Personalized remediation

✔ Perfect for home practice

Maker Of The #1 
Typing App For 

Education !!

Restructuring & Insolvency Professionals • Bankruptcy Trustees 
• Chapter 11 Debtors • Assignees • Receivers • Article 9 Sellers

A Better Way to Conduct Single Asset Sales Online!

DailyDAC™ is excited to announce its partnership with maxXasset™, a simpler, 
easier & better way to conduct asset sales.

Take charge of your sales process! Choose the auction date, set the terms, & 
establish the closing timeline to suit your needs. Create & upload relevant sale 
documents behind confidentiality agreements, review every bidder’s credentials, 
decide whether to approve or deny them, & monitor the bidding in real time. 

No need to schedule a zoom or have the sale in an office. Now, interested parties 
can bid anytime, from anywhere! maxXasset™ is also perfect to use in 
conjunction with real-time auctions, with use cases that include using it as a tool 
to select a stalking horse or as a tool for a first & or second round in a two-round 
process.

Thank You To Our Sponsor…
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https://www.typetolearn.app/type-to-learn-products/type-to-learn-homeschool-typing-subscription/?utm_medium=advertisement&utm_source=financialpoisewebinars&utm_campaign=FP_webinar_powerpoint
https://www.typetolearn.app/?utm_medium=advertisement&utm_source=financialpoisewebinars&utm_campaign=FP_webinar_powerpoint
http://www.sunburst.com/
http://maxxasset.com/
http://maxxasset.com/
http://maxxasset.com/
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Disclaimer

5

•The material in this webinar is for informational purposes only. It should not be considered legal, 
financial, or other professional advice. 
 
➢ You should consult with an attorney & another appropriate professional to determine what may 

be best for the needs of your specific situation. 

➢ While the webinar producers & speakers take reasonable steps to ensure that the information 
presented is accurate, they make no guarantee in this (or any) regard.

*** This PowerPoint was produced in connection with a video webinar that premiered on                   . If you are reading this 
without the benefit of having attended, then you are missing its real value. You can access the webinar on-demand at West 
Legal Ed Center (for attorneys or accountants seeking CLE or CPE) or Financial Poise (for everyone else).

Sign Up for our weekly newsletter at www.financialpoise.com/subscribe/

9/11/25

https://westlegaledcenter.com/about_us/providers_detail.jsf?pID=55158854
https://westlegaledcenter.com/about_us/providers_detail.jsf?pID=55158854
https://www.financialpoise.com/
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Moderator

Panelists

Meet the Faculty
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Jeremy Albright - Norton Rose Fulbright US LLP

Andrea Shoffstall - Unified Patents

David Tobin - McDermott Will & Schulte LLP

Patrick Richards - Much Shelist, P.C.

https://www.financialpoise.com/financial-poise-faculty/jeremy-albright/
https://www.financialpoise.com/financial-poise-faculty/andrea-shoffstall/
https://www.financialpoise.com/financial-poise-faculty/david-tobin/
https://www.muchlaw.com/people/patrick-richards/
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About This Webinar

Things to Consider Before 
You File 

• This episode delves into considerations that come into play when filing or 
responding to post-grant review proceedings.  

• These considerations include issues of real party in interest, timing, and 
substantive arguments.
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About This Series

Sign Up for our weekly newsletter at www.financialpoise.com/subscribe/

Post-Grant Review Trials

• The series is intended to give attendees a crash-course in post-grant review 
proceedings at the U.S. Patent and Trademark Office. Designed to teach 
newcomers to the field about this critical process, where recently issued 
patents are reviewed by the USPTO to ensure their compliance with 
patentability requirements. 

• It provides a comprehensive overview, exploring key aspects and procedural 
steps involved. Gain valuable insights into how these proceedings influence 
patent validity and the strategic considerations for patent holders and 
challengers alike. Perfect for those looking to understand the complexities of 
patent challenges at the PTO.
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Episodes In This Series

Sign Up for our weekly newsletter at www.financialpoise.com/subscribe/

#1: PGRT Basics
     Premiere date: 8/7/25

#2: Things to Consider Before You File
     Premiere date: 9/11/25

#3: Interplay With District Court Litigation
      Premiere date: 10/30/25
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Each Financial Poise Webinar is delivered in Plain English, understandable to investors, business owners, & 
executives without much background in these areas, yet is of primary value to attorneys, accountants, & 
other seasoned professionals. Each episode brings you into engaging, sometimes humorous, conversations 
designed to entertain as it teaches. Each episode in the series is designed to be viewed independently of the 
other episodes so that participants will enhance their knowledge of this area whether they attend one, 
some, or all episodes.

10Sign Up for our weekly newsletter at www.financialpoise.com/subscribe/

Episode #2: Things to Consider 
Before You File
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Filing a Petition
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• PGR
� Post-AIA Patent: Must be filed within 9 months after issue
✔ 35 U.S.C. § 321; 37 C.F.R. 42.202

• IPR: Can be filed after the later of:
� Pre-AIA Patent: Issue of the patent;
� Post-AIA Patent: (1) 9 months after issue or (2) end of PGR
✔ 35 U.S.C. § 311(c); 37 C.F.R. 42.102

When Can a Petition be Filed?
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• PGR: Petitioner must not file DJ of invalidity first
� 35 U.S.C. § 321(a); 35 U.S.C. § 325(a)(1); 37 C.F.R. 42.201

• IPR: Petitioner must not file DJ of invalidity first and must file within one year 
after being served with a district court complaint
� 35 U.S.C. § 315; 37 C.F.R. 42.101

Who Can File a Petition?
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• PGR:
� “More likely than not that at least one of the claims challenged in the petition is 

unpatentable;” or
�  “Raises a novel or unsettled legal question that is important to other patents or 

patent applications”
✔ PGR: 35 U.S.C. § 324(a) and (b); 37 C.F.R. 42.208(c) and (d); 

• IPR: “[R]easonable likelihood that the Petitioner would prevail” with respect to at 
least one challenged claim in the patent
� 35 U.S.C. § 314(a); 37 C.F.R. 42.108(c)

What is the Standard to Institute 
PTAB Trial
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• PGR: Patents, printed publications, evidence of public use, sale, and offer for sale, 
and §§ 101, 102, 103, 112, 251.
� 35 U.S.C. § 321

• IPR: Patents and printed publications, and §§ 102, and 103.
� 35 U.S.C. § 311(b); 37 C.F.R. 42.104(b)(2)

What Can a Petition be Based on?
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•      Identify real parties in interest and privies;
•      Identify challenged claim and grounds for the challenge;
•      Provide claim construction; 
•      Identify exhibit numbers of supporting evidence;
•      Provide copies of the supporting evidence; and

•      Be accompanied by filing fee
�  PGR: 35 U.S.C. § 322(a) and 37 C.F.R. 42.204(b); 
�  IPR: 35 U.S.C. §312(a) and 37 C.F.R. 42.104(b); 
�  Generally: 35 U.S.C. § 312(a)

What Must the Petition Include?
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• Grounds
� Must include full analysis in petition, not just expert declaration

•  Claim Construction
� Include explanation why proposed construction is correct
✔ 37 C.F.R. 42.104(b)(3)

• Common defect in petitions is failure to provide proposed construction for term 
open to interpretations

Petition Formalities 
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• IPR
� 14,000 words
� 14-pt font, including any footnotes

• PGR
� 18,700 words
� 14-pt font, including any footnotes
✔ 37 C.F.R. 42.6 and 42.24

Word Limits
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• IPR Request Fee: $23,750
� Additional $470 fee for each claim in request over 20

• IPR Post-Institution Fee: $28,125
� Additional $940 for each claim granted review over 20

• PGR Request Fee: $25,000
� Additional $595 fee for each claim in request over 20

• PGR Post-Institution Fee: $34,375
� Additional $1,315 for each claim granted review over 20
✔ 37 C.F.R. 42.15

Fees
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Litigating a PTAB Trial
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Timeline/Filings
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• Limited to reasons why trial should not be instituted
� Cannot include any amendments to the challenged claims

• Filed within 3 months after notice of filing date of petition
� PGR: 35 U.S.C. § 323; 37 C.F.R. 42.207; IPR: 35 U.S.C. § 313; 37 C.F.R. 42.107

• PTAB will discount any conclusory, unsupported Patent Owner statements, 
especially when contrary to written description

• Petitioner can seek a reply for good cause 

PO Preliminary Response
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• PO Response: May respond to any ground included in trial
� Filed after discovery is taken of Petitioner
✔ PGR: 35 U.S.C. § 326(a)(8); IPR: 35 U.S.C. § 316(a)(8)

• PO Motion to Amend: New Motion to Amend Pilot began March 15, 2019 and final 
rules were issued in October 2024:
� Cancel or propose substitute claims of same or narrower scope
� Can receive preliminary guidance from Board and then provide “revised motion 

to amend”
� Can be supported with expert declaration
✔ PGR: 35 U.S.C. § 326(d) and 37 C.F.R. § 42.221
✔ IPR: 35 U.S.C. § 316(d) and 37 C.F.R. § 42.121 

PO Response and/or Motion to 
Amend
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Questions or Comments?
If you have any questions about this webinar that you did not get to ask during the live premiere, 
or if you are watching this webinar On Demand, please do not hesitate to email us at 
info@financialpoise.com with any questions or comments you may have. Please include the name 
of the webinar in your email & we will do our best to provide a timely response.

IMPORTANT NOTE: The material in this presentation is for general educational 
purposes only. It has been prepared primarily for attorneys & accountants for use in 
the pursuit of their continuing legal education & continuing professional education.

*** This PowerPoint was produced in connection with a video webinar that premiered on                   . If you are reading this 
without the benefit of having attended, then you are missing its real value. You can access the webinar on-demand at West 
Legal Ed Center (for attorneys or accountants seeking CLE or CPE) or Financial Poise (for everyone else).
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https://www.financialpoise.com/on-demand-video-webinars/
mailto:info@financialpoise.com?subject=Webinar%20Questions%20or%20Comments%20Slide%20Email%20Inquiry
https://westlegaledcenter.com/about_us/providers_detail.jsf?pID=55158854
https://westlegaledcenter.com/about_us/providers_detail.jsf?pID=55158854
https://www.financialpoise.com/
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Jeremy Albright - jeremy.albright@nortonrosefulbright.com

Jeremy Albright is a partner at Norton Rose Fulbright US LLP.  He is a patent 
attorney in the mechanical arts, and his practice is focused on patent 
preparation and prosecution as well as post-issuance challenges, with 
emphasis on inter partes reviews and ex parte reexaminations.

https://www.financialpoise.com/financial-poise-faculty/jeremy-albright/
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Andrea Shoffstall - andrea@unifiedpatents.com

Andrea Shoffstall is a registered patent attorney with extensive experience in 
post-grant proceedings, including inter partes reviews and ex parte 
reexaminations before the USPTO. Currently Senior Patent Counsel at Unified 
Patents, she handles ex parte reexaminations across many technologies such as 
Wifi, telecommunications, and software. In her prior roles at Husch Blackwell 
and Brinks Gilson & Lione, Andrea represented clients in PTAB proceedings, 
district court litigation, and ITC actions, developing deep experience across all 
stages of patent litigation.

https://www.financialpoise.com/financial-poise-faculty/andrea-shoffstall/
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David Tobin - dtobin@mwe.com

David Tobin focuses his practice on intellectual property (IP) matters, with a 
particular emphasis on patent post-grant trials and patent litigation. He has 
extensive experience litigating complex patent infringement and other IP cases 
across the country, including in district courts, the Patent Trial and Appeal 
Board (PTAB) and the International Trade Commission (ITC). 

David represents clients in a wide variety of fields spanning 
telecommunications hardware and standards, computer hardware and 
software, e-commerce, data compression, semiconductor manufacturing and 
design, fossil energy production, renewable energy generation, medical 
devices, chemical processes and pharmaceutical formulations. He also litigates 
and provides counseling on trade secret, copyright, trademark and trade dress 
issues. Read More

https://www.financialpoise.com/financial-poise-faculty/david-tobin/
https://www.financialpoise.com/financial-poise-faculty/david-tobin/


29Sign Up for our weekly newsletter at www.financialpoise.com/subscribe/ Copyright © 2025 • DailyDAC, LLC d/b/a Financial Poise™. All rights reserved.

Patrick Richards - PRichards@muchlaw.com
Patrick focuses his practice on intellectual property, spanning patents, trademarks, 
copyrights, and trade secrets. While primarily focused on prosecution and 
post-grant matters, he also monetizes clients’ IP through licensing, litigation, and 
the purchase and sale of IP assets. He is also deeply involved in the litigation 
funding space. In addition to representing clients backed by third-party capital, he 
works with funders to help find the best opportunities for their investments.

Patrick approaches legal work with the mind of an entrepreneur. In addition to 
founding a law firm that he managed for over a decade, Patrick co-founded and 
managed two software businesses, including an AI-based medical device company 
in the neuromodulation, cochlear implant, and hearing aid space, and a 
crowdfunding platform that was named one of the 100 Brilliant Businesses of 2014 
by Entrepreneur Magazine. He was also an adjunct professor at the Northwestern 
Pritzker School of Law for five years co-teaching the NUvention Medical course. 
Read More

https://www.muchlaw.com/people/patrick-richards/
https://www.muchlaw.com/people/patrick-richards/
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About Financial Poise

The primary mission of Financial Poise™ is to 
provide reliable plain English business, financial, 
& legal education to individual investors, 
entrepreneurs, business owners, & executives, & 
to help trusted advisors do the same.

 *Newsletter subscribers are occasionally offered free webinars. 
Subscribers never receive more than one email per week & their 
information is never shared.

Sign up for our free weekly e-newsletter here*. 

Learn how to write or speak for Financial Poise here. 
The antithesis of “pay-to-play.” 

Check out our other webinars here.

Send any other inquiry to info@financialpoise.com  
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https://www.financialpoise.com/financial-poise-weekly-newsletter-signup/
https://www.financialpoise.com/contribute-content/
https://www.financialpoise.com/financial-poise-on-demand-webinar-series/
mailto:info@financialpoise.com
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The National Law Review (NLR) is a premier legal 
news website offering in-depth analysis on a wide 
range of legal and business topics. Established in 
1888, NLR has evolved into a trusted resource for 
legal professionals, business leaders, and the 
general public, providing timely and relevant 
information on legislative changes, court decisions, 
and regulatory developments

Thank you to our co-producer
Comprehensive Coverage: NLR covers nearly 
every legal topic, including litigation, AI & the 
Law, employment law , IP Law, real estate, 
energy, health care, bankruptcy and much 
more.

Expert Analysis: Articles are authored by 
experienced attorneys and legal 
professionals, ensuring accurate and 
insightful commentary.

Daily Updates: NLR provides hourly legal 
news updates, keeping readers informed 
about the latest developments in the legal 
world.Visit The National Law Review to learn more 

- https://natlawreview.com/

https://natlawreview.com/

